4 



United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE , 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 j 
Alexandria, Virginia 22313-1450 ^ 


www.uspto.gov 


5 


APPLICATION NO. 

FILING DATE 

FIRST NAMED INVENTOR 

ATTORNEY DOCICET NO. 

CONFIRMATION NO. 

09/900,128 

07/06/2001 

Matthew Lawrence 

D0188/7094CI 

6507 


22832 7590 04/15/2004 

KIRKP ATR1CK & LOCKHART LLP 
75 STATE STREET 
BOSTON, MA 02109-1808 


EXAMINER 


RODRIGUEZ, CRIS LOIREN 


ART UNIT 


PAPER NUMBER 


3763 

DATE MAILED: 04/15/2004 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 10/03) 


• 

Office Action Summary 

Application No. 

09/900,128 

Applicant(s) 

LAWRENCE ETAL 

Examiner 

Cris L Rodriguez 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 


Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 06 February 2004 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) P5 is/are pending in the application. 

4a) Of the above claim(s) 1^3 is/are withdrawn from consideration. 

5) S Claim(s) 4 and 5 is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 5. 


4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 


U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 
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Application/Control Number; 09/900,128 Page 2 

Art Unit: 3763 

DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group II, claims 4-5 in Paper No. 8 is 
acknowledged. The traversal is on the ground(s) that 1 ) the claim limitations of the tip 
as defined in claim 1 are present in claim 4, and 2) that the examiner has fallen short for 
satisfying the burden to provide reasonable examples that recite material differences by 
reciting irrigation of the esophageal duct or a plant. This is not found persuasive 
because 1) all the elements of claim one are not included in claim 4, for example a 
connector and the radius as small as five-eighths of an inch, and the stagnation 
pressure of up to, but substantially beyond, about 15 p.s.L; 2) The examiner has 
provided reasonable examples to recite that the apparatus as claimed can be used to 
practice another materially different process material such as irrigation of the 
esophageal duct or a plant. The example of plants can be extended to the plants grown 
in a hydroponics environment, where the device can be used to irrigate/aspirate the 
nutritional solution. Another example is where the process as claimed can be practiced 
by another materially different apparatus such as irrigation/aspiration by a pump having 
a flexible double lumen catheter. The examiner has met this requirement as set forth in 
MPEP 806.05(e). 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1 -3 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected invention, there being no allowable generic or 
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linking claim. Applicant timely traversed the restriction (election) requirement in Paper 
No. 8. 

3. This application is in condition for allowance except for the presence of claims 1- 
3 to an invention non-elected with traverse in Paper No. 8. Applicant is given ONE 
MONTH or THIRTY DAYS from the date of this letter, whichever is longer, to cancel the 
noted claims or take other appropriate action (37 CFR 1.144). Failure to take action 
during this period will be treated as authorization to cancel the noted claims by 
Examiner's Amendment and pass the case to issue. Extensions of time under 37 CFR 
1.136(a) will not be permitted since this application will be passed to issue. 

The prosecution of this case is closed except for consideration of the above 

matter. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Sewell, Jr., McKay, Loseff, Mahurkar et al, and Mahurkar. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cris L Rodriguez whose telephone number is (703) 
308-2194. The examiner can normally be reached on 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on (703) 308-3552. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



April 6, 2004 


Cris L. Rodriguez 

Examiner 

Art Unit 3763 


